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DETAILED ACTION 

1 . Claims 15-17,21, 55-58, 64, 65, and 68-76 are pending. Claims 1 5, 21 , and 55 
have been amended in this communication filed 12/21/06 entered as Amendment and 
RCE. 

2. The Claim Objections for claims 15, 21 , and 55 have been overcome by 
Applicants' amendment to claims 15, 21, and 55 and is hereby withdrawn. 

3. The 35 USC 112 First Paragraph Rejection is maintained for the reasons set 
forth here below. 

Continued Examination Under 37 CFR 1.114 

4. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
12/21/06 has been entered. 

Claim Rejections • 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claims 15-17,21, 55-58, 64, 65, and 68-76 are rejected under 35 U.S.C. 1 1 2, 
first paragraph, as failing to comply with the enablement requirement. The claim(s) 
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contains subject matter which was not described in the specification in such a way as to 
enable one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. It is unclear in the Specification that the 
ACH and automated banking system do not receive the physical check because 
according to the Specification on page 10, lines 4-10, the check does go through a 
clearing process. This process is like the copy of the scanned paper checks that I 
receive from my bank each month with my bank statement. The deposit of the check 
amount is an electronic deposit without involving a paper check except for a scanned 
copy of the paper check and a mark or watermark. This is the reason for the 35 U.S.C. 
112, first paragraph rejection being maintained. 

Claim Rejections - 35 USC §112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 15, 21, and 55 arerejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claims 15, 21, and 55 contain a clause of intended use in the independent claims 
which renders the claims indefinite. Specifically, claim 15 in claim limitation (a) recites 
"wherein the bank customer payee is the recipient of a conventional check payable to 
the bank customer payee" and (b) recites "wherein the transaction data comprises 
routing number, account number, date written and amount of the conventional check". 
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The Examiner considers these limitations to only recite what is expected to 
happen, a desired result, or an intended use. The MPEP discusses a type of limitation 
in reference to "wherein" clauses. MPEP § 21 1 1 .04 states: 

Claim scope is not limited by claim language that suggests or makes optional but 
does not require steps to be performed, or by claim language that does not limit a claim 
to a particular structure. However, examples of claim language, although not 
exhaustive, that may raise a question as to the limiting effect of the language in a claim 
are: 

(A) "adapted to" or "adapted for" clauses; 

(B) "wherein" clauses; and 
(C ) "whereby" clauses. 

The MPEP also states in 2172.01: 

... a claim which fails to interrelated elements as defined by applicant(s) in the 
specification may be rejected under 35 USC 112, second paragraph, for failure to point 
out and distinctly claim the invention. 

On page 8 lines 6-12 of the specification discusses the customer being prompted 
to supply information which a complete set of data may comprise customer 
identification, customer account number, name of payor, name and routing number of 
payor's bank, the amount of the check, and image of the check, and other information". 
However, the claim only recites "transaction data comprises routing number, account 
number, date written and amount of the conventional check" in 15 (b). The claim 
limitation should recite "customer identification, customer account number, name of 
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payor, name and routing number of payor's bank, the amount of the check, and image 
of the conventional check" or "customer identification, customer account number, name 
of payor, name and routing number of payor's bank, the amount of the check, and 
image of the paper check". Claims 21 and 55 have a similar problem. 

Claims 15, 21, and 55 recite "... allowing a bank customer to deposit the value of 
conventional checks 

This recitation is not a positive recitation in the preamble. The definition of 
"allowing" is to "permit" or "to forbear or neglect to restrain or prevent" or "to make a 
possibility". The preamble would be better recited as "... allowing a bank customer to 
deposit the value of conventional checks 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 15, 21 , and 55 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over (US 6,464,134) Page. 

As per claim 15, Page discloses, A computerized method for allowing a bank 
customer to deposit the value of conventional checks into a bank account from a 
location that is remotely situated with respect to a bank comprising: (a) logging a bank 
customer payee onto an automated banking system through a customer terminal that is 
remotely situated with respect to a bank and the automated banking system, wherein 
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the bank customer payee is the recipient of a conventional check payable to the bank 
customer payee (col. 3, line 47-col. 4, line 4 and col. 6, lines 7-38- See Summary of the 
Invention). Customer terminals are located in shopping malls, grocery stores, gas 
stations, and on-line banking which are remotely located from the bank. It is well known 
that a customer has to logon to a banking system to conduct any type of transaction. In 
this case, cashing or depositing a conventional check made to the bank customer. 
Page further discloses, (b) receiving transaction data that was entered into the customer 
terminal by the bank customer payee, wherein the transaction data comprises routing 
number, account number, date written and amount of the conventional check (col. 3, 
lines 30-47 and col. 6, line 52-col. 7, line 23 -See Summary of the Invention), (c) 
processing the discrete value of the conventional check for deposit by the automated 
banking system without physical receipt of the conventional check by the automated 
banking system (col. 4, lines 13-65, col. 8, lines 4-40 and line 64-col. 9, line 19 -See 
Summary of the Invention) and (e) receiving by the bank customer a result of the 
transaction for the conventional check (col. 5, lines 23-51 and col. 9, line 20- col. 10, 
line 22- See Summary of the Invention). 

As per claim 21 , claims substantially the same limitations as those for claim 15 
and is rejected for the similar rationale as given above for claim 15. 

As per claim 55, this independent claim is rejected for the similar rationale as 
given above for claims 1 5 and 21 . 

Claim Rejections - 35 USC § 103 
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8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 17, 56- 58, 64, and 65 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over (US 6,464,134) Page in view of Official Notice. 

As per claim 17, Page failed to disclose, The method of claim 15 wherein the 
result of the transaction in step (d) comprises a provisional credit to the bank customer 
payee's account. Official notice is taken that this is old and well known in the art of 
bank transactions. It would have been obvious to one having ordinary skill in the art to 
incorporate in Page a provisional credit to the bank customer payee's account in view of 
Page's discussion of where the bank check prepared and issued from the issuing 
terminal is presented for redemption in terms of being deposited or cashed in col. 6, 
lines 27-col. 7, lines 23. In the art of banking and accounting the payee (the person to 
whom the written amount on the face of the instrument is paid) when the check is 
deposited into the payee's account the bank account is credited. This is simply well 
known accounting procedures of credits and debits. The practice of crediting a bank 
account is to prevent the bank account of being closed for withdrawal of funds from 
being overdrawn when making payments to creditors (bill collectors). 

As per claim 56, Page discloses, The method of claim 55, wherein the customer 
terminal comprises a digital image scanner comprising optical recognition software 
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capable of converting machine printed characters to electronic text (col. 6, line 46-col. 7, 
line 23). Page did not expressly disclose, optical recognition software capable of 
converting machine printed characters to electronic text. However, a scanner is capable 
of converting machine printed characters to electronic text format when a document is 
scanned. Scanners contain some type of optical recognition software for the conversion 
of printed characters into electronic text format. 

As per claim 57, Page discloses, The method of claim 56, wherein entering 
transaction data into the customer terminal comprises scanning the checks using the 
digital image scanner (col. 8, lines 15-40). 

As per claim 58, Page did not expressly disclose, The method of claim 55, 
wherein the result of the transaction in (e) comprises a provisional credit to the 
associated demand deposit account. Official notice is taken that this is old and well 
known in the art of bank transactions. It would have been obvious to one having 
ordinary skill in the art to incorporate in Page a provisional credit to the associated 
demand deposit account (checking account) in view of Page's discussion of where the 
bank check prepared and issued from the issuing terminal is presented for redemption 
in terms of being deposited or cashed in col. 6, lines 27-col. 7, lines 23. In the art of 
banking and accounting the payee (the person to whom the written amount on the face 
of the instrument is paid) when the check is deposited into the payee's account the bank 
account is credited. This is simply well known accounting procedures of credits and 
debits. The practice of crediting a bank account is to prevent the bank account from 



Application/Control Number: 09/506,434 Page 9 

Art Unit: 3694 

being closed for over withdrawal of funds when making payments to creditors (bill 
collectors). 

As per claim 64, Page discloses, further comprising (f) optionally subjection each 
conventional check to one or more actions to prevent redeposit of the conventional 
check (col. 8, lines 41-63). 

As per claim 65, Page discloses, wherein the one or more actions comprise 
marking each conventional check by human or machine readable ink, physical capture 
of each conventional check or combinations thereof (col. 8, line 64-col. 9, line 19). 

As per claims 68, 71, and 74, Page discloses, wherein entering transaction data 
into the customer terminal comprises entering transaction data via a magnetic ink 
character reader or a digital image scanner (col. 9, lines 20-64). 

As per claims 69, 73, and 75, Page discloses, wherein the digital image scanner 
comprises optical recognition software to convert machine printed characters to 
electronic text (col. 6, lines 55-66). 

As per claims 70, 72, and 76, Page discloses, wherein the digital image scanner 
comprises intelligent character recognition software to convert handwritten characters to 
electronic text (col. 6, line 66-col. 7, line 23). 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
Applicants' disclosure. 

Talati et al (US 5,903,878) disclosed initiating a payment via electronic check or 
a payment transaction for goods and services from the recipient. 
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Fujimoto (US 6,41 1,942) disclosed an electronic transaction system and an 
electronic check including an electronic signature of an issuer and information on an 
account to be settled. 

Adcock et al (US 7,024,385) disclosed an electronic funds transfer system. 

Inquiries 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ella Colbert whose telephone number is 571-272-6741. 
The examiner can normally be reached on Monday, Tuesday, and Thursday, 5:30AM- 
3:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on 571-272-6712. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
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For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272- 
1000. 





. . u ^ , „LA COLL 

March 27, 2007 mvm EXAMINER 



